United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 

MTWW.USptO.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


| ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/723,401 


11/26/2003 


Hyoun-Ec Kim 


SECH-10159 


8877 



23123 7590 01/23/2007 

SCHMEISER OLSEN & WATTS 
18 E UNIVERSITY DRIVE 
SUITE #101 
MESA, AZ 85201 



EXAMINER 



SNOW, BRUCE EDWARD 



ART UNIT 



PAPER NUMBER 



3738 



SHORTENED STATUTORY PERJOD OF RESPONSE 



MAIL DATE 



DELIVERY MODE 



3 MONTHS 



01/23/2007 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 



If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
from the mailing date of this communication. 



PTOL-90A (Rev. 10/06) 



wr 



Office Action Summarv 


Application No. 

10/723,401 


Applicant(s) 

KIMET AL 


Examiner 

Bruce E. Snow 


Art Unit 

3738 





- T7?e MAILING DA TE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 08 November 2006 . 
2a)[3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-17 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-17 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)Q Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) O Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 

U.S. Patent and Trademark Office ~~~ — — — — — ___ 
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Art Unit: 3738 

DETAILED ACTION 
Response to Arguments 

Applicant's arguments filed 1 1/8/06 have been fully considered but they are not 
persuasive. To overcome a rejection under 35 U.S.C. 102(a), MPEP 716.10 teaches: 



716.10 Attribution - 700 Examination of Applications 
716.10 Attribution 

Under certain circumstances an affidavit or declaration may be submitted 
which attempts to attribute an activity, a reference or part of a reference to 
the applicant. If successful, the activity or the reference is no longer 
applicable. When subject matter, disclosed but not claimed in a patent 
application filed jointly by S and another, is claimed in a later application 
filed by S, the joint patent or joint patent application publication is a valid 
reference available as prior art under 35 U.S.C. 102(a), (e), or (f) unless 
overcome by affidavit or declaration under 37 CFR 1.131 showing prior 
invention (see MPEP § 715) or an unequivocal declaration by S under 37 
CFR 1.132 that he or she conceived or invented the subject matter 
disclosed in the patent or published application. Disclaimer by the other 
patentee or other applicant of the published application should not be 
required but, if submitted, may be accepted by the examiner. 
Where there is a published article identifying the authorship ( MPEP § 
715.01(c)) or a patent or an application publication identifying the 
inventorship ( MPEP § 715.01(a)) that discloses subject matter being 
claimed in an application undergoing examination, the designation of 
authorship or inventorship does not raise a presumption of inventorship 
with respect to the subject matter disclosed in the article or with respect to 
the subject matter disclosed but not claimed in the patent or published 
application so as to justify a rejection under 35 U.S.C. 102(f). 
However, it is incumbent upon the inventors named in the application, in 
response to an inquiry regarding the appropriate inventorship under 35 
U.S.C. 102(f) or to rebut a rejection under 35 U.S.C. 102(a) or (e), to 
provide a satisfactory showing by way of affidavit under 37 CFR 1 .132 that 
the inventorship of the application is correct in that the reference discloses 
subject matter derived from the applicant rather than invented by the 
author, patentee, or applicant of the published application notwithstanding 
the authorship of the article or the inventorship of the patent or published 
application. In re Katz, 687 F.2d 450, 455, 215 USPQ 14, 18 (CCPA 1982) 
(inquiry is appropriate to clarify any ambiguity created by an article 
regarding inventorship and it is then incumbent upon the applicant to 
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provide "a satisfactory showing that would lead to a reasonable conclusion 
that [applicant] is the ... inventor" of the subject matter disclosed in the 
article and claimed in the application). 

An uncontradicted "unequivocal statement" from the applicant regarding 
the subject matter disclosed in an article, patent, or published application 
will be accepted as establishing inventorship. In re DeBaun, 687 F.2d 459, 
463, 214 USPQ 933, 936 (CCPA 1982). However, a statement by the 
applicants regarding their inventorship in view of an article, patent, or 
published application may not be sufficient where there is evidence to the 
contrary. Ex parte Kroger, 218 USPQ 370 (Bd. App. 1982) (a rejection 
under 35 U.S.C. 102(f) was affirmed notwithstanding declarations by the 
alleged actual inventors as to their inventorship in view of a nonapplicant 
author submitting a letter declaring the author's inventorship); In re 
Carreira, 532 F.2d 1356, 189 USPQ 461 (CCPA 1976) (disclaiming 
declarations from patentees were directed at the generic invention and not 
at the claimed species, hence no need to consider derivation of the 
subject matter). 

A successful 37 CFR 1.132 affidavit or declaration establishing derivation 
by the author, patentee, or applicant of the published application of a first 
reference does not enable an applicant to step into the shoes of that 
author, patentee, or applicant of the published application in regard to its 
date of publication so as to defeat a later second reference. In re Costello, 
717 F.2d 1346, 1350, 219 USPQ 389, 392 (Fed. Cir. 1983). 

EXAMPLES 

The following examples demonstrate the application of an attribution 
affidavit or declaration. 

Example 1 

During the search the examiner finds a reference fully describing the 
claimed invention. The applicant is the author or patentee and it was 
published or patented less than one year prior to the filing date of the 
application. The reference cannot be used against applicant since it does 
not satisfy the 1-year time requirement of 35 U.S.C. 102(b). 

Example 2 

Same facts as above, but the author or patentee is an entity different from 
applicant. Since the entities are different, the reference is prior art under 
35 U.S.C. 102(a) or (e). 

In the situation described in Example 2, an affidavit under 37 CFR 1.132 
may be submitted to show that the relevant portions of the reference 
originated with or were obtained from applicant. Thus the affidavit 
attempts to convert the fact situation from that described in Example 2 to 
the situation described in Example 1. 
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Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 1-17 are rejected under 35 U.S.C. 102(a) as being clearly anticipated by 
Kim et al (Porous ZR02 bone scaffold coated with hydroxyapatite with fluorapatite 
intermediate layer, applicant submitted). 

Kim et al teaches: 

A porous bioceramics for bone scaffold comprising: 
a biocompatible porous ceramic substrate having the property to thermal- 
decompose hydroxyapatite in contact with it; 

a fluorapatite (FA) inner layer formed on said porous ceramic substrate; and 
a hydroxyapatite (HA) outer layer formed on said fluorapatite inner layer. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bruce E. Snow whose telephone number is (571) 272- 
4759. The examiner can normally be reached on Mon-Thurs. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Corrine McDermott can be reached on (571) 272-4754. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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PRIMARY EXAMINER 



